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DETAILED ACTION 

1. Claims 1 - 52 and 101 - 1 13 are presented for examination. 

Claim Objections 

2. Claim 4 is objected to because of the following informalities: The added limitation of 
"functional information from a the destination device " is improper English. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 112 

3. Claims 4 and 101 - 1 13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claim 4 recites the limitation "the receiving party". There is insufficient antecedent basis 
for this limitation in the claim. 

5. Claims 101 - 113 recite the limitations of, "the functional information is information 
indicating at least one of a coding system, resolution, and original length". There is not mention 
as to what "coding system", (i.e., is it just a format), or type of "original length", (i.e., length of 
packet, bits, pixels, etc.), the Applicant is referring to. Applicant is asked to clarify this by 
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pointing to sections of the specification and drawing or amends the claim language to further 
point out claim language or cancel claims. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1, 2, 4, 7 - 15, 25, 27 ? 30, 31, 34 - 38, 42, 43, 45, 47, 49, 51, 52, 101, 102, 106, 
107, 109, 1 10, 1 12 and 1 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bloomfield U.S. Patent No. 6023345. 

8. Referencing claim 1, as closely interpreted by the Examiner, Bloomfield teaches a 
communication apparatus for communicating electronic mail data by connecting to the Internet, 
the apparatus comprising: 

9. determination means for determining a format of image data in correspondence with a 
destination address by referring to a database, in a case where communication of the electronic 
mail data with the image data attached thereto is performed, (e.g., col. 6, line 47 - col. 7, line 34, 
list and database and format" & col. 1 8, line 57 - col. 19, line 45); and 
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10. communication means for performing communication with a destination device 
corresponding to the destination address of functional information of the format of the image 
data determined by said determination means before the communication of the electronic mail 
data with the destination device is performed, (e.g., . col. 6, line 47 - col. 7, line 34 & col. 18, line 
57 -col. 19, line 45). 

11. As per claim 2, as closely interpreted by the Examiner, Bloomfield teaches a 
communication apparatus comprising: 

12. first connecting means for connecting to a local area network and a second connecting 
means for connecting to a wide area network, (e.g., Figs. 1, 7 and 13 & col. 4, line 37 - col. 5, 
line 5); 

13. first communicating means for communicating electronic mail data by connecting to the 
Internet by one of said first and second connecting means, (e.g., Figs. 1, 7 and 13 & col. 4, line 
37 -col. 5, line 5); 

14. second communicating means for performing facsimile communication by connecting to 
the wide area network by said second connecting means, (e.g., Figs. 1, 7 and 13 & col. 4, line 37 
- col. 5, line 5); 

15. determination means for determining a format of image data in correspondence with a 
destination address by referring to a database, in a case where communication of the electronic 
mail data with the image data attached thereto is performed, (e.g., col. 18, line 57 - col. 19, line 
45); and 
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16. control means for controlling said first communication means so as to perform 
communication with a destination device corresponding to the destination address of functional 
information of the format of the image data determined by said determination means before the 
communication of the electronic mail data with the destination address if performed, (e.g., col. 
18, line 57 -col. 19, line 45). 

17. As per claim 4, as closely interpreted by the Examiner, Bloomfield teaches if there is no 
response to the communication of the functional information from the destination device with 
which said first communicating means communicates and if communication by said second 
communicating means is designated and a facsimile number of a receiving party is designated, 
said second communicating means communicates image data with the receiving party, (e.g., col. 
16, lines 16 - 59 & col. 18, line 57 -col. 19, line 45). 

18. As per claim 7, as closely interpreted by the Examiner, Bloomfield teaches if a 
communication error occurs during the communication by said first communicating means, 
electronic mail data describing information concerning communication error information is 
transmitted to said destination device or a previously designated electronic mail address, (e.g., 
col. 16, lines 16 - 59 & col. 18, line 57 - col. 19, line 45). 

19. As per claim 8, as closely interpreted by the Examiner, Bloomfield teaches if a 
communication error occurs during the communication by said first communicating means, 
electronic mail data having image data attached is transmitted to said destination device or to a 
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previously designated electronic mail address, (e.g., col. 16, lines 16 - 59 & col. 18, line 57 - 
col. 19, line 45). 



20. As per claim 1 1 , as closely interpreted by the Examiner, Bloomfield teaches if connection 
to said first communicating means is dial-up connection, communication of the functional 
information, communication of a text, and communication concerning delivery confirmation are 
successively performed by a single call, (e.g., col. 5, line 52 - col. 6, line 17 & col. 16, lines 16 - 
59). 



21 . As per claim 12, as closely interpreted by the Examiner, Bloomfield teaches if connection 
to said first communicating means is dial-up connection, communication of the functional 
information, communication of a text, and communication concerning delivery confirmation are 
separately performed by at least two calls, (e.g., col. 5, line 52 - col. 6, line 17 & col. 16, lines 16 
-59). 



22. As per claim 13, as closely interpreted by the Examiner, Bloomfield teaches if connection 
to said first communicating means is dial-up connection, communication of the functional 
information, communication of a text, and communication concerning delivery confirmation are 
successively performed by a single call or separately performed by different calls, (e.g., col. 5, 
line 52 -col. 6, line 17 & col. 16, lines 16-59). 
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23. As per claim 14, as closely interpreted by the Examiner, Bloomfield teaches if connection 
to said first communicating means is dial-up connection, a line is once disconnected to wait for 
timeout processing in communication, (e.g., col. 5, line 52 - col. 6, line 17 & col. 1 6, lines 16 - 
59). 



24. As per claim 15, as closely interpreted by the Examiner, Bloomfield teaches if connection 
to said first communicating means is dial-up connection, a line is once disconnected to wait for 
timeout processing in communication, and timeout is selectively verified by recall, (e.g., col. 5, 
line 52 - col. 6, line 17 & col. 16, lines 16 - 59). 



25. As per claim 48, as closely interpreted by the Examiner, Bloomfield teaches said wide 
area network is one of PSTN and ISDN, (e.g. col. 12, lines 1 - 33). 

26. As per claim 101, as closely interpreted by the Examiner, Bloomfield teaches the 
functional information is information indicating at least on of a coding system, resolution, and 
original length, (e.g., col. 6, line 47 - col. 7, line 34, "format" & col. 18, line 57 - col. 19, line 
45). 



27. Claims 25, 27, 30, 31, 34 -38, 42, 43, 45, 47, 49, 51,52, 102, 106, 107, 109, 110, 112 
and 1 13 are rejected for similar reasons and can be found in the disclosed reference as stated 
above. 
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Claim Rejections - 35 USC § 103 

28. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

29. Claims 3, 9, 1 0, 26, 32 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bloomfield in view of Applicant's admitted prior art. 

30. As per claim 3, as closely interpreted by the Examiner, Bloomfield teaches all that is 
similar in nature above as it applies to the claim language below, furthermore Applicant's 
admitted prior art teaches if there is no response to the communication of the functional 
information from the destination device with which said first communicating means 
communicates, electronic mail data is sent by said first communicating means by attaching 
image data corresponding to a baseline image data format standard, (e.g. page 1, line 13 - page 
3, line 20). Bloomfield teaches electronic mail data is sent by said first communicating means by 
attaching image data corresponding to a baseline image data format standard which the 
destination device is able to process, (e.g., col. 6, line 47 - col. 7, line 7). It would have been 
obvious to one of ordinary skill in the art, at the time the invention was filed, to combine 
Applicant's admitted prior art with Bloomfield because utilizing a "baseline" image data format 
will allow for a common medium for most users to view and/or devices to process a standard 
format that is widely used. 
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31 . As per claim 9, as closely interpreted by the Examiner, Bloomfield teaches wherein if a 
communication error occurs during the communication by said first communicating means, 
communication is performed in accordance with designation of whether transmission of 
electronic mail by attaching image data by a baseline image format standard which the 
destination device is able to process or retransmission is to be performed, (e.g., col. 6, line 47 - 
col. 7, line 7); and image data corresponding to a baseline image data format standard which the 
destination device is able to process, (e.g., col. 6, line 47 - col. 7, line 7). Furthermore, Applicant 
admits in prior art whether transmission of electronic mail by attaching image data by the most 
baseline image standards, (e.g. page 1, line 19 - page 3, line 20); It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to combine Applicant's 
admitted prior art with Bloomfield for similar reasons stated above, furthermore, it would save 
time in transmission if a predefined "standard" communication means was established as a 
backup. 

32. As per claim 10, as closely interpreted by the Examiner, Bloomfield teaches all that is 
similar in nature above as it applies to the claim language below, furthermore Applicant admits 
in the prior art that wherein the baseline image format standard is an MH coding system 
considered to be essential of functional information defined by ITU-T T.30, by which a 
resolution in a main scan direction is 8 pels/mm, a resolution in a sub-scan direction is 3.85 
lines/mm, and an original width is 208 mm of A4 size, (e.g. page 1, line 19 - page 3, line 20). It 
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would have been obvious to one of ordinary skill in the art at the time the invention was made to 
combine Applicant's admitted prior art with Bloomfield for similar reasons as stated above. 

33. Claims 26, 32 and 33 are rejected for similar reasons as stated above. 

34. Claims 5 , 6, 22 5 2 8, 29, 41 and 103 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Bloomfield in view of Applicant's admitted prior art, in further view of Seo 
(6124947). 

35. As per claim 5, as closely interpreted by the Examiner, Bloomfield does not specifically 
teach wherein if during the communication by said first communicating means a communication 
error occurs in communication of image data and in communication pertaining to delivery 
confirmation, retransmission is performed by selecting a number of times of retransmission from 
a plurality of individually preset number of times of retransmission including zero, in accordance 
with the contents of the communication error. Seo teaches wherein if during the communication 
by said first communicating means a communication error occurs in communication of image 
data and in communication pertaining to delivery confirmation, retransmission is performed by 
selecting a number of times of retransmission from a plurality of individually preset number of 
times of retransmission including zero, in accordance with the contents of the communication 
error, (e.g. col. 5, line 45 - col. 6, line 45). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to combine Seo with the combine system of 
Bloomfield and Applicant's admitted prior art because it would be more convenient for a user to 
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input exactly how many time to attempt a retransmission if an error were to occur as opposed to 
having to go through the faxing process manually over and over again. 

36. As per claim 6, as closely interpreted by the Examiner, Bloomfield, Applicant's admitted 
prior art and Seo do not specifically teach wherein no retransmission is performed if the contents 
of the communication error indicate that there is no destination address. 

37. Examiner takes Official Notice (see MPEP § 2144.03) that " wherein no retransmission 
is performed if the contents of the communication error indicate that there is no destination 
address " in a computer networking environment was well known in the art at the time the 
invention was made. The Applicant is entitled to traverse any/all official notice taken in this 
action according to MPEP § 2144.03, namely, "if applicant traverses such an assertion, the 
examiner should cite a reference in support of his or her position". However, MPEP § 2144.03 
further states "See also In re Boon, 439 F.2d 724, 169 USPQ 231 (CCPA 1971) (a challenge to 
the taking of judicial notice must contain adequate information or argument to create on its face a 
reasonable doubt regarding the circumstances justifying the judicial notice)." Specifically, In re 
Boon, 169 USPQ 23 1, 234 states "as we held in Ahlert, an applicant must be given the 
opportunity to challenge either the correctness of the fact asserted or the notoriety or repute of 
the reference cited in support of the assertion. We did not mean to imply by this statement that a 
bald challenge, with nothing more, would be all that was needed". Further note that 37 CFR § 
1.671(c)(3) states "Judicial notice means official notice". Thus, a traversal by the Applicant that 
is merely "a bald challenge, with nothing more" will be given very little weight. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to combine 
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Applicant's admitted prior art with the combine system of Bloomfield, Applicant's admitted 
prior art and Seo because if there is no destination address there can be no retransmission let 
alone a first transmission with out a destination address whether a email address or fax number. 

38. Applicant has failed to seasonably challenge the Examiner's assertions of well known 
subject matter in the previous Office action(s) pursuant to the requirements set forth under MPEP 
§2144.03. A "seasonable challenge" is an explicit demand for evidence set forth by Applicant in 
the next response. Accordingly, the claim limitations the Examiner considered as "well known" 
in the first Office action, i.e. no retransmission is performed if the contents of the communication 
error indicate that there is no destination address, are now established as admitted prior art of 
record for the course of the prosecution. See In re Chevenard, 139 F.2d 71, 60 USPQ 239 
(CCPA 1943). 

39. As per claim 41, as closely interpreted by the Examiner, Bloomfield and Applicant's 
admitted prior art do not specifically teach switching a display on an operation panel related to 
functional information based on information in said database, if an address of another party is 
input in said first communication procedure. Seo teaches switching a display on an operation 
panel related to functional information based on information in said database, if an address of 
another party is input in said first communication procedure, (e.g., col. 5, lines 46 - 67). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
combine Seo with the combine system of Bloomfield and Applicant's admitted prior art because 
of similar reasons stated above and furthermore it would be efficient for a system to display the 
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dynamism of information that is changing in the system so the user can confirm which numbers 
the information is being set to. 

40. As per claim 103 5 as closely interpreted by the Examiner, Bloomfield teaches the 
functional information is information indicating at least on of a coding system, resolution, and 
original length, (e.g., col. 6, line 47 -col. 7, line 34, "format" & col. 18, line 57 -col. 19, line 
45). 

41 . Claims 22, 28 and 29 are rejected for similar reasons and can be found in the disclosed 
reference as stated above. 

42. Claims 16-20, 23, 24, 39 - 40, 46, 50, 104, 105, 108 and 1 1 1 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Bloomfield in view of Applicant's admitted prior art, 
in further view of Miller, Jr. et al. (6356356) (hereinafter Miller). 

43. As per claim 16, as closely interpreted by the Examiner, Bloomfield and Applicant's 
admitted prior art do not specifically teach wherein functional information of a destination 
apparatus is acquired by communication using one of said first and second communicating 
means, a database for holding a maximum capability supported by each function is registered or 
updated, and, if said first communicating means is to communicate data, the data is converted 
into a standard registered in said database and communicated. Miller teaches wherein functional 
information of a destination apparatus is acquired by communication using one of said first and 
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second communicating means, a database for holding a maximum capability supported by each 
function is registered or updated, and, if said first communicating means is to communicate data, 
the data is converted into a standard registered in said database and communicated, (e.g. col. 3, 
line 30 - col. 4, line 55). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine Miller with the combine system of Bloomfield and 
Applicant's admitted prior art because it would be more efficient for a system to utilize the 
functionality of a database that is commonly used for storing information about users and/or 
devices on a network. 

44. As per claim 17, as closely interpreted by the Examiner, Bloomfield teaches all that is 
described above but does not specifically teach wherein whether image data pertaining to said 
database is to be converted is set for each function item registered in said database. Miller 
teaches wherein whether image data pertaining to said database is to be converted is set for each 
function item registered in said database, (e.g. col. 3, line 30 - col. 4, line 55). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to combine 
Miller with the combine system of Bloomfield and Applicant's admitted prior art because it 
would be cause less errors in the receiving system if the data was converted to a format that the 
receiving system could process. 

45. As per claim 18, as closely interpreted by the Examiner, Bloomfield and Applicant's 
admitted prior art do not specifically teach if an address of another party with respect to said first 
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communicating means is input, display information related to functional information is switched 
on an operation based on information in said database. 

46. Miller teaches if an address of another party with respect to said first communicating 
means is input, display information related to functional information is switched on an operation 
based on information in said database, (e.g. col. 3, line 30 - col. 4, line 55). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to combine Miller 
with the combine system of Bloomfield and Applicant's admitted prior art because it would be 
more convenient for a user to have the system convert the destination number to the address that 
it is associated with it. 

47. As per claim 19, as closely interpreted by the Examiner, Bloomfield teaches wherein if a 
communication error occurs in said first communicating means, said second communicating 
means communicates image data if communication by said second communicating means is 
designated and a telephone number of another party is set. Miller teaches wherein if a 
communication error occurs in said first communicating means, said second communicating 
means communicates image data if communication by said second communicating means is 
designated and a telephone number of another party is set, (e.g. col. 3, line 30 - col. 4, line 55). It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
combine Miller with the combine system of Bloomfield and Applicant's admitted prior art for 
similar reasons as stated above. 
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48. As per claim 104, as closely interpreted by the Examiner, Bloomfield teaches the 
functional information is information indicating at least on of a coding system, resolution, and 
original length, (e.g., col. 6, line 47 - col. 7, line 34, "format" & col. 18, line 57 - col. 19, line 
45). 

49. Claims 20, 23, 24, 39 - 40, 46, 50, 104, 105, 108 and 1 1 1 are rejected for similar reasons 
and can be found in the disclosed reference as stated above. 

50. Claims 21 and 44 rejected under 35 U.S.C. 103(a) as being unpatentable over Bloomfield 
in view of Applicant's admitted prior art, in further view of Wolf (6535303). 

51 . As per claim 21, as closely interpreted by the Examiner, Bloomfield and Applicant's 
admitted prior art teaches all that is described above but does not specifically teach wherein 
when said first communicating means is to perform communication of the functional 
information, of pieces of functional information defined by ITU-T T.30, functional information 
pertaining to communication such as a handshake rate, a modem rate, a minimum transmission 
time, the presence/absence of error correction mode, and the presence/absence of G4 function 
need not be exchanged. Applicant's admitted prior art teaches wherein when said first 
communicating means is to perform communication of the functional information, of pieces of 
functional information defined by ITU-T T.30, functional information pertaining to 
communication such as a handshake rate, a modem rate, a minimum transmission time, the 
presence/absence of error correction mode need not be exchanged, (e.g. page 1 , line 13 - page 3, 
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line 20) and Wolf teaches the G4 function, (e.g. col. 3, lines 14 - 61). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to combine Wolf 
with the combine system of Bloomfield and Applicant's admitted prior art for similar reasons as 
stated above. 

52. Claim 44 is rejected for similar reasons and can be found in the disclosed reference as 
stated above. 

Response to Arguments 

53. Applicant's arguments filed 03/02/2006 have been fully considered but they are not 
persuasive. 

54. In the Remarks, Applicant argues in substance that Bloomfield is merely seen to disclose 
sending data via a network form facsimile device to an e-mail device, wherein image data in a 
facsimile format is received and converted into image data in a standard image format so that it 
can be sent via e-mail. Bloomfield is not seen to disclose or to suggest at least feature of 
determining a format of image data in correspondence with a destination address by referring to 
a database, in a case where communication of electronic mail data with the image data attached 
thereto is performed, and performing communication with a destination device corresponding to 
the destination address of functional information of the determined format of the image data 
before the communication of the electronic mail data with the destination device is performed. 
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55. As to part 1, Examiner would like to draw the Applicant's attention to their claim 
language, in which there is no disclosure as to what specific device is transmitting to a 
destination device, i.e., server to destination, sender to a server to a destination, etc. As the 
Applicant can see in the prior art, the server discussed in the prior art does all manipulations 
storing of functional information data about the format of the image data before the 
communication of the electronic mail data is sent to the destination device. 

56. All other arguments to other claims and to other references that are cited by the Examiner 
are referenced by the Applicant to the above limitation and are therefore argued under the same 
rational. 

57. Applicant is invited to contact the Examiner for an interview on the claim languages and 
interpretation to aid in furthering prosecution. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David E. England whose telephone number is 571-272-3912. 
The examiner can normally be reached on Mon-Thur, 7:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR, Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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